REMARKS 

The Examiner's comments together with the cited references have 
been carefully studied. Favorable reconsideration in view of the following remarks is 
respectfully requested. 



Declaration ofJiann H.Chen & Joseph A Pavlisko Under 37CFR 132 

The Examiner argues that the preamble of the Jepson format claim of 
original claim 19 is not Declarants' own work because hollow fuser members were 
known in the art, as evidenced by US 5,141,788 to Badesha et al. assigned to Xerox 
Corporation. Such position taken by the Examiner represents clear error for at least 
the following reasons: 

i) The Declaration establishes that the preamble of original claim 1 9 
refers to work done by the Declarants, which to the best of their 
knowledge was not publically disclosed before the filing of the 
instant application, and thus clearly overcomes any "presumption" 
that such preamble is "admitted" prior art. To the extent the 
Examiner is attempting to argue that there is other prior art that 
discloses subject matter that maybe similar to certain elements 
referred to in the preamble of original claim 19, this has no bearing 
on whether the preamble of claim 19 itself , and in its entirety , is 
admitted to be prior art by the Applicant. 

ii) Further, the Badesha et al reference cited as "evidence" that the 
preamble of original claim 19 is not Declarants' own work , in any 
event does not disclose all of the elements of the preamble of claim 
19 (in particular, while a hollow cylinder core for a fuser roll may be 
disclosed, there is no disclosure that such hollow cylinder core is 
adapted to be positioned on a machine mandrel in a fuser system, 
and no disclosure that the fuser roll is produced bv mounting the 
hollow cylinder core on a mandrel configured to receive the hollow 
core over the outside of the mandrel and performing the steps of 
applying, curing and machining coatings while the hollow cylinder 
core is mounted on the mandrel! Thus, such Badesha et al reference 
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is deficient as to establishing that the preamble of original claim 1 9 
in its entirety is prior art. 

In view of such facts, it is again respectfully urged that the Examiner 
cannot continue relying upon the preamble of original claim 19 as "admitted prior 
art". To the extent fee Examiner believes there is alleged relevant prior art such as 
the cited Badesha et al. reference, such actual prior art should itself be considered. To 
the extent the rejections continue to rely upon alleged "admitted prior art" in the form 
of the preamble of original claim 19, such rejections are in clear error , as any 
presumption of admission based on the format of original claim 19 has clearly been 
overcome. 

Claim rejections - 35 USC 103 

The Examiner's acknowledgement that Shifley et al teaches a 
photoconductive member and not a fuser roller, and withdrawal of associated 
rejections based Shifley et al, is noted and appreciated. 

Claims 1-3, 5-6, 8-11, 14, and 16-18 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Applicants' admitted prior art (AAA) and applied 
as evidence Shifley et al., Hartley et al. and Chen et al., and further in view of Wallin, 
Kawada et al,, Bird et al., and Weber et al. for the reasons of record set forth in 
paragraph 2 of the Office Action mailed on 10/21/2008 because typical hollow 
cylinder cores described by AAA read on claimed sleeve. This rejection is 
respectfully traversed. 

Though not explicitly cited, the referenced "reasons of record" set 
forth in paragraph 2 of the Office Action mailed on 10/21/2008 apparently continues 
to rely on the preamble of original claim 19 as "admitted" prior art, as the Examiner 
notes in such paragraph that Applicants "discloses that the improvement comprises 
forming the mandrel of a metal having a coefficient of thermal expansion equal to . . .", 
and as there is otherwise no antecedent basis for the Examiner's use of the term "the 
mandrel" in such paragraph 2. As explained above, continuing to rely upon such 
preamble as prior art represents clear error. Excluding such preamble of original 
claim 19, there is no cited actual prior art (including any actually admitted prior arfl 

USSN 10/662,913 

-3- 



that is directed to forming a replaceable fuser roller member by a method comprising 
the required claim steps of mounting a nickel sleeve on a mandrel being configured to 
receive the sleeve over the outside of the mandrel , and performing the steps of 
applying, curing and machining coatings while the nickel sleeve is mounted on the 
mandrel. While the specification does acknowledge in the paragraph bridging pages 
2-3 that toner fuser rollers typically include a hollow cylinder core, such 
acknowledgement is not an admission of prior art regarding the preamble of original 
claim 19 in its entirety, i.e., to the extent alleged by the Examiner The Examiner 
cites many references in the rejection, but none of it teaches or suggests such claim 
requirements. Further, the cited ''reasons of record" improperly rely upon Shiflev et 
aLas teaching replaceable fuser rollers, which as now acknowledged by the Examiner 
is clearly in error . For all these reasons, the rejection "for the reasons of record" 
clearly fails to establish a prima facie case of obviousness, and represents clear error. 

In response to Applicant's arguments that the reference to "hollow 
cylinder core" in the specification is directed towards the typical fuser rollers wherein 
the hollow cylinder is itself rigid and of substantial thickness so as function as the 
"core" of the roller itself, the Examiner states that she disagrees with such argument 
because Applicants refer to such hollow cylinder core 4 ^without referring to the 
thickness of the hollow cylinder core", and the Examiner cites Badesha et al as 
evidence that hollow cores can be thin cylinders, and that prior art hollow cylinder 
cores thus "read on" the claimed sleeve £t to be" positioned on a machine mandrel.. 
While it is initially pointed out that it is clear error to interpret an omission as to any 
specified thickness of the prior art hollow cylinder cores as an admission of all 
possible thicknesses , such argument by the Examiner in any event totally neglects the 
point that Applicants referred to such prior art hollow cylinders as hollow cylinder 
cores (as does Badesha et al), not as a sleeve adapted to be positioned on a machine 
mandrel (i.e., where the mandrel, not the sleeve, in effect is the "core" of the roller). 
Further, there is no support for the Examiner's statement that Badesha et al actually 
refers to element 4 as a "thin cylinder" (no such reference to "thin" has been found 
with regard to cylinder 4 as alleged by the Examiner). While it is noted that there are 
no assurances that Fig. 1 of Badesha et al depicts the elements thereof in actual 
relative scale, it is noted that fuser roller 1 and backup roller 8 are depicted as having 
approximately equal outer diameters, and the Example in col. 10 of Badesha et al 
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describes preparation of a pressure (i.e., backup) roller of 3 inch diameter. The 
thickness of cylinder 4 of the fuser roller 1 appears to be approximately 1/20 of the 
diameter of roller L Thus, assuming the fuser roller 1 is of the same diameter as the 
pressure roller prepared in the Example, the thickness of cylinder 4 would be 
approximately 1/20 of 3 inches, or 0.15 inch . Such thickness is substantially greater 
than that which would be employed for a replaceable sleeve adapted to be positioned 
over a machine mandrel in order to function as a fuser roller, and in particular 3 times 
the maximum typical thickness of a sleeve as described, e.g., at page 6, lines 26-29 of 
the specification, and as claimed in original dependent claim 6 (it is noted that 
Applicants mistakenly referred to claim 5 in the previous response when making 
reference to claimed thickness of the sleeve). Finally, Applicants* claimed invention 
is directed towards a method for producing a replaceable fuser member wherein a 
nickel sleeve is actually required to be mounted on a mandrel during manufacture of 
the replaceable fuser member, not merely that the replaceable fuser member so 
manufactured is "to be" positioned on a machine mandrel as argued by the Examiner. 
Thus, the prior art hollow cylinder cores clearly do not "read on" the sleeve employed 
in the claimed method . 

In response to Applicants' explanation that the Examiner's reliance 
upon Wallin is in error as the teachings of Wallin would not be applicable to the 
present claimed invention as the present invention is not directed towards formation 
of a metal belt on a mandrel, and further the present invention is directed towards 
employing a metal sleeve and mandrel having similar coefficients of thermal 
expansion to minimize differential expansion during formation of the layers formed 
on the metal sleeve, rather than being directed towards the use of materials having 
substantially different coefficients to facilitate separation of a metal layer formed on 
the mandrel, the Examiner argues that as the claimed invention is directed towards 
employing a mandrel having a coefficient of thermal expansion equal to 80-120 
percent of the coefficient of thermal expansion of the metal sleeve, the claimed 
invention includes similar and dissimilar materials. Such argument by the Examiner 
entirely disregards that the claimed percentages are intended to provide reasonable 
matching of coefficients of thermal expansion to minimize differential expansion (see, 
e.g., page 5, lines 16-24), while the cited Wallin reference is directed towards 
employing materials with intentionally mis-matched coefficients. The Examiner 
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further argues that Wallin in any event would be applicable to the present invention as 
the present invention is directed towards "formation of a metal cylindrical belt on a 
mandrel". Such position is in clear error, as the claimed invention is not directed 
towards formation of a metal cylindrical belt itself on a mandrel. Rather, the 
invention describes mounting a nickel sleeve (i.e., the sleeve is already pre-formed^ 
on a mandrel, and the subsequent formation of various layers on the mounted nickel 
sleeve. 

In response to Applicants' arguments that a prima facie case of 
obviousness has clearly not been established, as the "admitted prior art" with respect 
to hollow cylinder cores referred to by the Examiner does not relate to tfie sleeve 
employed in the present claimed invention, the Examiner simply responds that 
"hollow cylinder cores referred to by the Examiner do relate to the sleeve employed in 
the present claimed invention." Such unsupported allegation, however, does not 
address the arguments made by Applicants as to why such elements are distinct as 
explained above, especially as none of the cited art is directed towards a method for 
producing a replaceable fuser roller member employing the required steps of the 
claimed invention. Further, as to Applicants' argument that the further cited art 
clearly does not teach or suggest the present claimed invention, and that it is clear the 
Examiner has attempted to pick and choose unrelated aspects of the cited art in an 
attempt to recreate the claimed invention in a manner that could only be done with the 
impermissible use of hindsight based on Applicants' own teachings, the Examiner has 
not responded with any explanation as to how the artisan would be directed towards 
the present claimed invention based on the cited prior art. Reconsideration of this 
rejection is accordingly respectfully requested. 

Claims 1-3, 5-6, 8-11, 14, 16^18, 21, 23, and 25 stand rejected 
under 35 U.S.C. 103(a) as being unpatentable over a combination of AAA in 
view of Shifley et aL, Wallin, Kawada et al, Bird et al., Weber et al., Hartley 
et al. and Chen et al., as applied above, and further in view of Badesha et al. 
for the reasons of record set forth in paragraph 8 of the Office Action mailed 
on 10/10/2006. This rejection is respectfully traversed for all of the reasons 
explained above (including improper reliance upon alleged "admitted prior 
art" in the form of the preamble to original claim 19, acknowledged improper 
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interpretation of the teachings of Shifley et al, and as there is no teaching in 
any of the cited actual prior art (or actually admitted prior art) which is 
directed towards forming replaceable fuser roller members by a method 
comprising the required claim steps of mounting a nickel sleeve on a mandrel 
being configured to receive the sleeve over the outside of the mandrel, and 
performing the steps of applying, curing and machining coatings while the 
nickel sleeve is mounted on the mandrel). While the Examiner again attempts 
to argue that the preamble of original claim 19 is not Declarants' own work 
because hollow fuser members were known in the art as evidenced by Badesha 
et al., such arguments by the Examiner clearly fail to establish that the 
preamble of claim 1 9 in its entirety was known in the art (in any event, should 
the Examiner have actual evidence thereof, she should rely on such actual 
prior art evidence, rather than continue to attempt to rely upon the preamble of 
original claim 19, which has clearly been established by the Declaration as 
referring to non-published work performed by Declarants, not "admitted prior 
art"). While the Examiner states that the prior art "does not expressly teach 
that the cured base cushion elastomer is machined to a desired thickness", a 
more appropriate statement is that the prior art does not teach coating, curing, 
and machining a base cushion layer on a nickel sleeve mounted on a mandrel 
having the required relatively matched coefficient of thermal expansion. 

While Badesha et al does describe grinding a fluoroelastomer 
coating to a desired outer diameter at col, 10, this is not a teaching of grinding 
a base cushion coating on a sleeve mounted on a mandrel to form a 
replaceable fuser roller. To the contrary, col. 10, lines 15-18 and 26-45 cited 
by the Examiner refer to formation of a pressure roller by grinding 
fluoroelastomer coated on a standard steel core . Since there is no replaceable 
element comprising a sleeve to be mounted on a mandrel , distortion is not a 
problem, and there is no requirement for matching coefficients of thermal 
expansion to prevent distortion of a sleeve element during the method. While 
the Examiner additionally cites references to passages teaching a hollow 
cylinder or core for fuser rollers, as explained above such hollow cylinder 
cores of the prior art are designed to be sufficiently rigid to be employed as the 
core of the roller itself, rather than to be mounted on a mandrel during 
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formation of the roller coating layers. Accordingly, the rejection is in clear 
error for the same reasons as explained above with the first rejection. 
Reconsideration is accordingly respectfully urged. 

Claims 1-3,5-6, 8-11, 14, 16-18, and 21-25 stand rejected 
under 35 U.S.C. 103(a) as being unpatentable over a combination of AAA in 
view of Shifley et al., Wallin, Kawada et al, Bird et aL, Weber et al., Hartley et 
aL and Chen et al., as applied above, and further in view of Petropoulos et al. 
This rejection is respectfully traversed for all of the reasons explained above 
(including improper reliance upon alleged "admitted prior art" in the form of 
the preamble to original claim 19, acknowledged improper interpretation of 
the teachings of Shifley et al, and as there is no teaching in any of the cited 
actual prior art (or actually admitted prior art) which is directed towards 
forming replaceable fuser roller members by a method comprising the required 
claim steps of mounting a nickel sleeve on a mandrel being configured to 
receive the sleeve over the outside of the mandrel, and performing the steps of 
applying, curing and machining coatings while the nickel sleeve is mounted on 
the mandrel), as the added Petropoulos et al. reference does not overcome the 
basic deficiencies of the rejection as discussed above. Further, while 
Petropoulos et al may disclose nickel as a typical mandrel material, 
Petropoulos et al is directed towards a method of forming a multilayered belt 
comprising a polymeric material substrate, rather than coatings on a nickel 
sleeve. Accordingly, to the extent Petropoulos might teach use of a nickel 
mandrel, it clearly does not teach or suggest employing such a nickel mandrel 
in combination with a nickel sleeve. Reconsideration is accordingly 
respectfully urged. 

Claim 18 stands rejected under 35 U.S.C. 103(a) as being 
unpatentable over a combination of AAA in view of Shifley et al,, Wallin, 
Kawada et al, Bird et al., Weber et al., Hartley et al. and Chen et al., as applied 
above, and further in view of Schlueter, Jr. et al. for the reasons of record set 
forth in paragraph 1 1 of the Office Action mailed on 10/10/2006. This 
rejection is respectfully traversed for all of the reasons explained above 
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(including improper reliance upon alleged "admitted prior art" in the fonn of 
the preamble to original claim 19, acknowledged improper interpretation of 
the teachings of Shifley et al 5 and as there is no teaching in any of the cited 
actual prior art (or actually admitted prior art) which is directed towards 
forming replaceable fuser roller members by a method comprising the required 
claim steps of mounting a nickel sleeve on a mandrel being configured to 
receive the sleeve over the outside of the mandrel, and performing the steps of 
applying, curing and machining coatings while the nickel sleeve is mounted on 
the mandrel), as the added Schlueter, Jr. et al. reference does not overcome the 
basic deficiencies of the rejection as discussed above. Reconsideration is 
accordingly respectfully urged. 

In view of the foregoing remarks, the claims are deemed 
allowable and such favorable action is courteously solicited. Should the 
Examiner consider that additional amendments are necessary to place the 
application in condition for allowance, the favor is requested of a telephone 
call to the undersigned counsel for the purpose of discussing such 
amendments. 



Respectfully submitted, 




Attorney for Applicant(s) 
Registration No. 33,564 

AJAxIb 

Rochester, NY 14650 
Telephone: (585)722-9662 
Facsimile: (585)477-1148 

If the Examiner is unable to reach the Applicant(s) Attorney at the telephone number provided, 
the Examiner is requested to communicate with Eastman Kodak Company Patent Operations 
at (585) 477-4656. 
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